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Note by the United Kingdom delegation on points
- put to.Working Party I
by the Inter-Governmental Conference

ARTICLE 9

In connection with Article 9, paragraph 2, the following

suggestions have been made:

1.
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Delete item (b) and 2dd the words "end discoveries as such"
to item (a). We are of the opinion thet dlscoverles are
already excluded by the terms of paragraph 1 since they are
generally recognised as being distinct from "1nventlons".

We think, however, that the same mgy also reasonably be

said of items (a) and (b). It appears desirable, therefore,
to make it quite clear that a discovery is not patentable,
even though it does not fall within the. wording of items (a)
and (b). This could be done by deleting items (a) and (b)),

“but 1t seems preferable to be more explicit than this and
we therefore thlnk it would- be advisable to adopt the

proposzl made.

Group the various items togéthér in one sentence. Several
of the categories itemised are quite distinct and we see

no advantage in redrafting as suggested. On the contrary, .
such redrafting might affect the interpretation and might
lead to difficulties in emending the text zt some Tfuture
date.

Delete "or animal" from item (e). We believe this suzgest-

ion should be accepted. It is very difficult to make a
distinction between methods of treating animal deseases
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Tor humzone reasons and methods of treating animal diseases
70 as to improve the yield or quality of the ultimate
~roduct. Ry ridding en animal of disease it is obvious
vhat the Ultimate product will be improved.

?estrict item (e) to methods of phvsical treatment with a
view to meking patentable new pharmeceutical uses of known

substances. Since methods of treatment can only be

physical or chemical, it seems to follow by a contrario
reasoning, that chemical method37 such as a method for
curing an illness by means of =z novel or well known drug,
are not excluded,; though the matter could remzin in some
doubt since such methods are not, prima facie, of industrial
application. We realise thet the =2im of the proposal is

not to stop the dispenser or medical practitioner from
practising but to prevent the mzaufacturer seliing the

known material as a2 drug. Since a2 claim to the material
would be invalid, a2 claim to z method of treating the body
would be necessary together with a provision in each A
national law excluding acts done by the chemist or practioner

“but creating a law of contributory infringement applying to

this class of case. We recognise the logic of the drug
industry's case for pcients for such "inventions". - However,
the existing practice in meny couatries is to refuse them
and we doubt whether pnblic 0pinion is generally ready for
such 2 chenge. Adoption of the suggestion might well
hinder parliamentary epproval of the Convention in several
States. Apert from all this, we would remark that there
may .be much difficulty in deciding whether = treatment is
or is not physical, e.g. when the treatment consists of
applying an ointment to the skin.
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5. Restrict the reference to "diagnostic methods" so that only
such methods which are applied to the body are excluded.

We considér that methods which can be used in diagnosis,
whether ap?liedvto the body or not, are not "susceptible
of industrial application" and that many countries would
not regard patent protection for them as appropriate. In

any case, we think the dlstlnctlon which this proposal seeks
to make is unreal.

6. Group items (d) and (g) together in order to mske it clear
that only the purely intellectual aspects of computer
programs are excluded.

We are opposed to the suggestion. Computer programs fall
in a particular category and should, we consider, be
presented in isolation. Adoption of the proposal would
leave the way open to an interpretation of uhe text in
such a way that it would be possible to get protectiion for
computer programs in a roundabout manner, e.g. by claiming
a computer when programmed, the only noveliy residing:in
the program itself.

ARTICLE 11

The Working Party is to re- examine Article 11, paragraph 3,
in view of the so-czlled protlem of "self collision". We see
no real difficulty in this, particularly since Article 13 gives
the applicant the freedom to include non-inventive variants or
developmenté of anything‘disclosed'in a prior, unpublished,
European applicztion. Furthermore fhe'priority provisiqns and
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the facilifies'offered by Article 137a a2llow the applicant
satisfactof& devices. We note that without some of these
provisions, the Swedish delegation has reported no difficulty
in their practice. However, we understand that the French
delegation intend o Put in a paper explaining the diffi-
culties and propos1ng a solutlon by way of amendment of
Article 21. -

The second question to be examined concerns the proposal

- to. redraft Article 11 so that, although the contents of an
eariier European application as defined in parassreph 3, could
"stiil be uéed to destrby the novelty of a later application,
the eérlier application would no longer be regarded as'being
in the "state of the art". If this was accepted, the second
sentence of Article 13 could be cancelled but, in addition, |
it would be- necessary to make many other changes in the draft _
Convention, the Implementing Regulastions znd the Rules relating
td Pees wherever the expression "state of the art" is used.
Since the effect of the proposul would merely be to remove the'
"fiction"- that 2 European appllcaxlon is regarded as Dubllshed
as. of its prlorltJ date, we do not think that. thls is
sufficient %o justify maklng all the changes that would be
necessary. '

ARTICLE 15

Working Party I has been asked to re-exzmine the last
sentence of Article 15, paravfaph 1. This sentence implies'
that if 2 persons apply on the same day for patents covering
the. same invention, a patent will only be granted to the one
who.files first on that day; thls is contrary to the "whole
dey! philc sophy enshrlned in the draft._ hqreover, the sentence
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is also inaccurate because, contrary to what it implies, a
person ought not to be prevented from obtalnlng a patent

merely because of an. earlier appllcatlon if in fact the latter
has been withdrawn, deemed to be withdrawn or refused prior to
being published. No doubt the sentence could be amended to

meet these defects. However, we would observe that the sentence
has no connection with the rest of Article 15 and is also
'superfluous having regard to Article 11. We strongly prefer
therefore to delete this eentence. ' '

ARTICLE 16

In connection with this Article, amendment of the
Regulation Re. Article 16, No. 1 has been suﬁgested with a view
to eliminating the possibility of suspending proceedings -on.
the original application. It is true that suspension of these
proceedings could result in an unwelcome delay in cases where
the claimant is acting in a vexatious menner. But we doubt
whether there will be many such cases. It seems more likely.
that claims will Dbe made when there is a reasonable chance of
success and, in these cases, we think it would be wastezul of
time and effort for the proceedings before the European Patent
Office to contlnue unless the clalmant agrees., We would also
- point out that continuance of the proceedlngs on the original -
aplecatlon would be inconsistent with Article 16, paragraph 1,
in that it would reduce the alternative remedies whlch this
Article makes avallable to the appllcant e.g. if in continuing

the proceedings the Furopean Patent Offlce had refused the
appllcatlon. ‘
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. ARTICLES 18 & 19

It has been suggested that, under the terms of the draft
V‘Convention, no protéction is aveilable under either Article 18
or Article 19 in the period between the grant of a patent and
the date of publication of the grant. We believe that this
sugsestion should be dealt with under Article 97 and thet no
emerdment of Article 18 or 19 is called for to meet this point.

ARTICLES 19, 34 & 107a

' It has teen suggested that the draft Convention should be
clarified as to which language versiohAof & buropean application
or vatent is to be regarded as the‘authenﬁic text in the various
situations where translations are reguired. Trezatment of this
suggestion involves us in going outside the Articles for which
we hove some responsibility and dealing also with Article 34,

Article 34, peragraph 3, provides that "..... the text of
the zpplication in the language of the proceedings shall be the
authentic text". It is cléar that this provision zpplies during
the proceédings before the EBuropean Patent O0ffice, but we doubt
whether its effect goes further than this. We are inclined to
the view that it has no legal effect in the Contracting States,
but, even if this is incorrect, we would observe that the pro-
‘vision leaves 2 wide gap in that it applies only to the
relation between the application as filed in (say) Italian and
the translation thereof provided under Article 34, paragraph 2.

There appears to be nothing in the existing draft defining.
the authenttic text in the case of the publication at 18 months
and at grant, though in each case translations of the claims
are includied (Article 34, paragraphs 5 and 6). Neither is
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there any prov151on deallnE> with the status of the translatloho
submitted under Article 19, paragraph 4, and Artlcle 107a. We
consider; therefore, that there should be gz general provision
dealing with these cases and that it would be preferable for
this provision to deal also with the same problem in connection
~with the proceedings before the Buropean Patent Office. It
seems to us that the principle underlying the provision in
Article 34, paragraph 3, is correct and, in.general, we think
the same principle should be made operable in the designated
States. This would then ensure that a uniform text would be
effective throughou+ the terrltorles of the States. Never-
theless, we think thet some derogation from this general
principle is necessary as'the‘following example shows. Assume
that an application is filed in the German language. This
will be published in Germen under Article 98, together with ..
English and French claims as provided for in Article 34, para-
graph 6. Sweden may, in accordance with Article 107a; require
2 translation of the specification into the Swedish language.
In the United Kingdom (or Sweden) a firm puts goods on the
market believing, as is correct, it is free to do this from 2
reading of the English (or Swedish) claims. However, becausé
of an incorfect'translation, these claims happen to be narrower
than the Germen clzims and the nature of the goods is such that
they fall within the terms of the German claims. In cases
‘like this, it would seem quite wrong to allow the proprietor to
rely in the United Kingdom and Sweden upon the wider German

claims as being the suthentic text and thus succeed in an
infringement action.
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Ve suggest,vtherefore, the deletion from Article 34, Para—_-
grayh 3, of the words "and the text of the application in the
lanuage of the proceedings shall be the euthentic text". 1In
addition, we suggest the’insQrtionAof a new Article as follows:

'.Articie 34a ‘
Authentic text of a European application or_patent

(1) The text of a European application or European
patent in the language of the proceedings, as defined in
Article 34, shall be the authentic text in any proceedlngs
before the competent authorities of a designated State and
subject to the exception provided for in the Implementlng

Regulations, in any proceedings before the European Patent
.Office.

(2) Nevertheless, the translation, as provided for in
this Convention, in the o‘flclal language of a designated

State, shall in that Stzte be reg“rded as authentic in so
far as |

(i) the protectlon conferred does not extend beyond the
protection conferred by, or

(ii) its subject matter does not extend beyond the content

of the appllcatlon or patent in the language of the
proceedlngs.

BR/GT I1/15C e/72 gc _ e e



L -

ARTICLE 20

Workihg Party I was entrusted by the Conference with the
task of drawing up a declaration for insertion in the minutes
of the'Diplomatic Conference as to the way it is intended that
Article 20 is to be interpreted. Alternatively the Working
Party was asked to re-examine the possibility of adding to
Article 20 a sentence along the lines of the proposal made in
BR/165/172. '

AN

We do not approve of the proposal made in BR/165/74 and
have found it impossible to redraft it so as to express the
required meaning without undue vagueness. We suggest, there-
fore, that the idea of adding more wording to the present text
of Article 20 be dropped and that Working Party I content
itself with formulatlng a declaration of intent. This itself

has proved to be no easy task but we are able to suggest the
following redreft

"It is not intended that Artiele 2C should be inter-
preted in the sense that the protection conferred is to be
that defined by the strict; literal meaning of the wording

‘used in the claims, the description and drawings being
employed oﬁly for the purpose of resolving an ambiguity
found in the claims. Neither is it intended that Article 20
is to be interpreted in the sense that the clalms serve
only as - a guideline and that the actual protection conferred
nay gb'beyond.what, from a consideration of the«desdription
and drawings by a person skilied in the aft; the patentee
hes contemplafed. On the contrary, Article 20 is to be
interpreted as defining a pos*tion between'these extremes
which combines a fair protectlon for the applicant with =a
reasonable degree of certainty for third partles "
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ARTICLE 1062

It has been suggested that this Artlcle should be rev1sed
so that 1ntervent10n“}s_to be permltted only if

(a) it is lodged within 3 months of the comﬁencemenﬁ of the
infringement proceedings and |

(b) the original oppoéitioh is still pending before the
Opposition Division. ‘ '

In the intefests of avoiding undesirable prolongation of
an opposition, we think it is imperative that a third party -
who intende to intervene should be required to lodge his appli-
caticon for intervention without undue delay. We consider |
therefore, that condition (z) should be accepted. HMoreover,
we are of the opinion that condition (b) should be accepted,
since thls has the merit of preventing 1nterventlon at a stage
when the original oppos1t10n is before the Board of Appeel. '

. Accordlngly, we suggest the follow1ng rearaft o:_
Artlcle 106a:

(1) Any.person who, after opposition'proeeedings have
been instituted against a European patent by another person,
provides the European Patent Office with proof that pro-
ceedings alleging infringement have been instituted agzinst
him, may .intervene in the'opposition proceedings, provided:

(i) the opposition proceedings are pending before the
Opposition Division, and '
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(11) the appllcatlon for intervention is made within a
period of 3 months from the date on which the 1nfr1n5e-
ment proceedings were instituted; however, if the
infringement proceedings were instituted more than 3
months before expiry of the period prescribed by
Article 101, paragraph 1, the application for inter-
vention may be made at any time before such expiry.

It shall be made by means of a reasoned statement and shall
not be deemed to have been made until the fee provided for
in Article 101, paragraph 1, has been paid.

- (2) The provisions of Article 101, parasraphs. 2 and“g;
Artlcle 101a, Article 101b, Article 102, Articles 103 and
105 shall be extended to cover intervention proceedlngs.'
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